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DETAILED ACTION 



Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 1-15 are is rejected under 35 U.S.C. § 101 because, the claimed invention is 
directed to a non-statutory subject matter. Specifically the method claim as presented does not 
claim a technological basis in the pre-amble and the body of the claim. Without a claimed basis, 
the claim may be interpreted in an alternative as involving no more than a manipulation of an 
abstract idea and therefore non-statutory under 35 U.S.C. 101 . In contrast, a method claim that 
includes in the body of the claim at least one structural / functional interrelationship which can 
only be computer implemented is considered to have a technological basis [See Ex parte 
Bowman, 61 USPQ2d 1669, 1671 (Bd. Pat. App. & Inter. 2001) - used only for content and 
reasoning since not precedential]. 

In order to over come the 101 rejection above, the following preamble is suggested: 
"A computer implemented method for — " or something similar. Also, in the body of the claim 
include at least one structural / functional interrelationship which can only be computer 
implemented. 

« 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-3, 5, 9, 12, 15-18, 20, 24, 27-29, 31 and 35 are rejected under 35 U.S.C 102(e) 
as being anticipated by US 2004/0083156 Al Schultze. 

With respect to Claim 1, Schultze disclsoes the invention as claimed including in a 
method the steps of: 

receiving user input to generate an opportunity representing a desired commercial 
transaction, the user input including opportunity data associated with the desired commercial 
transaction (Para. 21); 

receiving user input to associate a particular compliance rule with the opportunity, the 
user input specifying a particular response attribute of a plurality of response attributes to be 
evaluated according to the particular compliance rule, the user input further specifying the 
particular compliance rule of a plurality of pre-defined compliance rules (Paras., 23, 30); 

♦ 

communicating the opportunity to a potential supplier (Para. 33); 
receiving a response from the potential supplier, the response including response 
attribute data for the particular response attribute (Paras. 7, 23); and 

♦ 

evaluating the response attribute data for the particular response attribute using the 
particular compliance rule (para. 3 8). 
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With respect to Claims 2 and 3, Schultze disclsoes a flagging action based on a 
response at Fig. 6, ele. 515 and para. 38. 

With respect to Claim 5, Schultze disclsoes discarding a response at para. 38. 

As to Claim 9, Schultze disclsoes winner determination at Fig. 4, ele. 355 and para. 35. 

With respect to Claim 12, Schultze disclsoes the invention as claimed including in a 
method the steps of: 

receiving user input specifying a particular response attribute of a plurality of 
response attributes to evaluate using a compliance rule (paras. 30-31); 

* 

receiving user input specifying a particular compliance rule of a plurality of pre- 
defined compliance rules to evaluate attribute data for the particular response attribute (paras. 22- 
24); and 

receiving user input specifying an action to take based on evaluating the attribute data 
using the particular compliance rule (para. 38). 

With respect to Claim 15, see the discussion of Claims 1 and 12. 

With respect to Claims 16 and 27, they are the article and system forms of Claim 10 
respectively and are rejected in a like way. 

With respect to Claims 17 and 28, they are the article and system forms of Claim 2 
respectively and are rejected in a like way. 

With respect to Claims 18 and 29, they are the article and system forms of Claim 3 
respectively and are rejected in a like way. 
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With respect to Claims 20 and 31, they are the article and system forms of Claim 5 
respectively and are rejected in a like way. 

With respect to Claims 24 and 35, they are the article and system forms of Claim 9 
respectively and are rejected in a like way. 

Claims 6, 8, 13-14, 21, 23, 32 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 2004/0083156 Al Schultze. 

Concerning Claim 6, see the discussion of Claim 5. Schultze does not specifically 
disclose a discard rule for discarding a response based on response attribute data. Official Notice 
is taken that it was old and well known at the time of the invention to process responses based on 
their attributes. For example, a potential borrower's response to a loan questionnaire would 
provide a basis for deciding what decision was made regarding a loan. A response having 
deficient attributes (household income too low) would not result in a loan. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Schultze to 
discard responses having certain deficient attributes because this would save persons reviewing 
responses from wasting time on responses having no interest. 

Regarding Claim 8, see the discussion of Claim 6; a discarding rule is read as a 
processing rule. 

With respect to Claim 13, Schultze does not specifically disclose user input to associate 
a compliance rule with a later-created opportunity; Schultze does however suggest this limitation. 
At paras. 22-24, Schultze disclsoes rules profiles. The commonly understood use of a profile is 
to prepare it and then subsequently use the profile repeatedly. This interpretation meets the 
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essence of the limitation. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Schultze to reuse the rules profiles disclosed to save users the 
need of repeatedly entering the same rules for each new opportunity. As to Claim 14, it would 
likewise have been obvious to automatically associate rules to later opportunities because this 
would further reduce user effort. 

With respect to Claims 21 and 32, they are the article and system forms of Claim 6 
respectively and are rejected in a like way. 

With respect to Claims 23 and 34, they are the article and system forms of Claim 
8respectively and are rejected in a like way. 

* 

Claims 4, 7, 19, 22, 30 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 2004/0083156 Al Schultze in view of US 2002/0165814 Al Lee et al 

With respect to Claim 4, see the discussion of Claiml. Schultze does not specifically 
disclose assignment of weight to a response. Lee discloses this limitation at paras. 44-46. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Schultze to include the response weighting disclosed by Lee because this would provide a 
provide an more effective procedure for evaluation of seller bids having two or more attributes. 
See Lee at Summary of the Invention. 

Regarding Claim 7, see the discussion of Claim 4. Schultze does not specifically 
disclose a weighting rule for weighting a response based on response attribute data. Lee 
discloses this limitation at paras. 3 1-35. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify Schultze with the weighting rules for attributes of 
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Lee because this would result in improved ranking of alternative responses. See Schultze at 
Summary of the Invention. 

With respect to Claims 19 and 22, they are article forms of Claims 4 and 7 and are 
rejected in a like manner. 

With respect to Claims 30 and 33, they are system forms of Claims 4 and 7 and are 
rejected in a like manner. 

Claims 10, 25 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2004/0083156 Al Schultze in view of US 2003/0208424 Al Tenorio et al 

With respect to Claim 10, see the discussion of Claiml. Schultze does not specifically 
disclose evaluation based where the attribute is supplier identification. Tenorio discloses this 
limitation in a trading environment at para. 21. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify Schultze to include the supplier 
identification evaluation of Tenorio because this would allow buyers to receive responses form 
appropriate suppliers, such as those of a particular geographic area. See Tenorio at para. 21, 
lines 1-8. 

With respect to Claims 25 and 36, they are the article and system forms of Claim 10 
respectively and are rejected in a like way. 

Claims 11, 26 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2004/0083 156 Al Schultze in view of US 2002/0165814 Al Lee et al and further in view of US 
2003/0208424 Al Tenorio et al 
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With respect to Claim 11, see the discussions of Claims 4 and 10. It would have been 



obvious to one of ordinary skill in the art at the time of the invention to modify Schultze with 
weighted supplier identification because this would result in improved ranking of qualified 
supplier responses. 

With respect to Claims 26 and 37, they are the article and system forms of Claim 10 
respectively and are rejected in a like way. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles R Kyle whose telephone number is (703) 305-4458. The 
examiner can normally be reached on M-F 6:00-2:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent A Millin can be reached on (703) 308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

crk Examiner Charles Kyle 

November 18, 2004 ^ r 



Conclusion 




